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WAL EF &4 TARRRBARRERRR AR
WRHMANLAHFEEARE - 552 THEERHETHR
BALKIERE BFEME Ml LFEE A ERAEA
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Jay A. Erstling & Frederik W. Struve, 4 Framework for Patent Exhaustion from
Foreign Sales, 25 FORDHAM INTELL. PROP. MEDIA & ENT. L.J. 499, 504-05 (2014).
35 U.S.C. § 271: “(a) Except as otherwise provided in this title, whoever without
authority makes, uses, offers to sell, or sells any patented invention, within the
United States or imports into the United States any patented invention during the
term of the patent therefor, infringes the patent.”

Marissa Paslick, “Exclusive” no Longer Means Exclusive in the Context of Patent
Licenses—A Look at Why There is Value in This Ambiguity, 19 U. BALT. INTELL.
Prop. L.J. 167, 170 (2011).

Elizabeth Herbst Schierman, /P Transactions: Questions to Ask Before Buying
Patent-related Rights, 55-OCT Advocate (Idaho) 20, 20 (2012).

MARTIN J. ADELMAN, RANDALL R. RADER, JOHN R. THOMAS & HARoLD C.
WEGNER, CASES AND MATERIALS ON PATENT LAW 1058 (2d ed. 2003).

-351-



6 HKELIH % —w-bi

R T S am R A MR RREL AR T HREZ EF
HMERELTR SRR S R HEA - DEREHE R
BB AR A SRS AT EE AL T —
Flzae st 7 SOF BRI A EHE IR A R Bt 25k
%o
HHFIEAAEERBEF R TR X ZUEEAT B
AW BRYBRERRBEELY RERRBEEHRT  L£EHA
BABEHTABEEREASN S BAAEERE R
HRBAFSASHCTERE  FH  WE  EH - R D EAH
B BBERERAT TR TR BN B RS
B OB ABESREREREE Y AR R BHEARBRHY
M BERERE AR RSB EAA - BA B
A HEF S ASE  FRH BT B4 20 HLEA

BISHEE o FPEE M 0 F1287 0 2012 97] 5 35 ¢
M.P.E.P. § 301 ITI(1).

%’?F'EJF% ) é“EF'EJFJJJ ﬂﬁ;@% » F1230 5 2000 3 5] > 345 o
ADELMAN ET AL., supra note 5, at 1058.

© 00 N O

JoHN P.  MCMANUS, INTELLECTUAL PROPERTY—FROM CREATION TO
COMMERCIALIZATION 235 (2012).

JANICE M. MUELLER, PATENT LAW 523-24 (4th ed. 2013); F. ScoT KIEFF, PAULINE
NEWMAN, HERBERT F. SCHWARTZ & HENRY E. SMITH, PRINCIPLES OF PATENT
LAW—CASES AND MATERIALS 1229 (6th ed. 2013).

LANNING G. BRYER, ScOTT J. LEBSON & MATTHEW D. ASBELL, INTELLECTUAL

11

12

PROPERTY STRATEGIES FOR THE 21TH CENTURY CORPORATION 17 (1st ed. 2011).

13 M.P.E.P. § 301 III(2): “An exclusive license may be granted by the patent owner to
a licensee. The exclusive license prevents the patent owner (or any other party to
whom the patent owner might wish to sell a license) from competing with the
exclusive licensee, as to the geographic region, the length of time, and/or the field

of use, set forth in the license agreement.”
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Jeffery L. Newton, Assuring All Substantial Rights in Exclusive Patent Licenses, 44
18 LES NOUVELLES 235, 236-37 (2009).
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AL H £ BB AKE EFE R (Court of Appeals for the
Federal Circuit ) 273 54 W B 7 5 8 B ARL 3 oL 2 (RR 1 #)
RETHR  EHNMERBEREBRBUREARRGF AT EEN 2
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BERNz2WTEEAN—F > FREILREE R EEKR (United
States Court of Claims ) 7 — JL 7~ + £ % # Bell Intercontinental
Corporation v. the United States% 2 #|% ( T4 "BellZ , ) ¥« %

HRFULHMETERAN LB BETEARFEET AR AER R
REMNBEELHAARNZRLE - ZHFRHEE > —HEFERTHEANAZRSR
ﬁlEF‘/%ﬁﬁ/\ﬁ%%“iﬁtﬂ SR R SRE R A BRI
R LABBARBENZEWEEMEAN B BEHRARLELHE
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A WEFEZE o BAKE EFERR I —F AR
Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A.%21 (T
8 " Vaupel% | ) ¥ - 5l fBellX 2 A 8% - 5 R EF A EA H R
BRENECXERFAFENZ AW ETEHEN  REHEHHE
AR AT A 2 AR A2 o MR T A G B3R R R E A — LI

19 Bell Intercontinental Corporation v. the United States, 381 F.2d 1004 (Ct. Cl.

1967).
20 Id. at 1010. (“By way of background, a patent confers upon the owner the right to
exclude others from making, using or selling the invention during the life of the
patent, and in order that a transfer constitute a sale, there must be a grant of all
substantial rights of value in the patent. The transfer of anything less is a license
which conveys no proprietary interest to the licensee.”)
Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., 944 F.2d 870 (Fed.
Cir. 1991).
Id. at 876.

21

22
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%O AHMEFEHEANZNBESE— SRR " EARABLZERNR
B, BT ARFH N ZERRE WEHAZE -

BEZ REBNLAGAEY  FANEBUREALT LR
ERRAMM - R EAFEN W ETEEANZERRBREA - 7
HEBRAEHTR AT o LB E B H R B R A -
%%%ﬁéﬂﬁﬂiﬁﬁéﬁﬁ*ﬁﬁ ZAHHALFEAC T REE LE - &
ERHWT OB EFEEANZENEAREZRER BT EAL AL
F o FUEE S REBBEBETAT FOXE (AATE)
SUWFERANZENEARENE R E R REENEHFD - LA
WEBWRHALR R A RF AT (:)ﬂiﬂx?%éﬂﬁg’;%‘%ﬂ
ZEBWBEHEARENG S L K REEMEFD - LAEFF AL
FlAR SR A AR A2 @ IF E R A A?ﬂéiuﬁiﬂzﬁ MR
A S A2 AR R o

2 Textile Prods., Inc. v. Mead Corp., 134 F.3d 1481, 1484 (Fed. Cir. 1998).

24 Id. (“Such a licensee is in effect an ‘assignee’ and therefore a patentee.”)

25 Abbott Lab. v. Diamedix Corp., 47 F.3d 1128, 1130-33 (Fed. Cir. 1995).

26 See Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., supra note 21;
McNeilab, Inc. v. Scandipharm, Inc., infra note 83, and Speedplay, Inc. v. Bebop,
Incorporated, infra note 90.

27 See Certain Electronic Devices with Communication Capabilities, Components
Thereof, and Related Software, Inv. No. 337-TA-808, 76 Fed. Reg. 60,870 (Sept.
30, 2011), infra note 102.

28 See Mentor H/S, Inc. v. Medical Device Alliance, Inc., infra note 45, International
Gamco, Inc. v. Multimedia Games, Inc., infra note 68, and Alps South, LLC v. The

- Ohio Willow Wood Company, infra note 71.

See Propat International Corporation v. RPost, Inc., infra note 63.
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2 RBEHRANE R — 2% o AU H I =+ F R HGE E R
Bz RETOT  RERH AP RS ER L RS WT LA
ZEREER A RHARMS LN E LA L AR EREDTE
AUEEHAZREAREEHEDT o

= bR E B AR ARIS T AR AR

[HES
(5Abbott Lab. v. Diamedix Corp.

AGEAFENZERUBEEAHBTRARRRETRD R
BEANEAMB T EREFLERRRAERARE (TH " Abbott
) o RTERPFERTELET > FBFAEAT R B A K E
EIEIRRAR LR o A E EREIREFER  REAGZH B
BRAEAL BERTFTHA > FIE WA FAAEALF RALTRAFTRT &

0 Sarah Greibrok, Contract Principles: A Sensible Alternative to the “All Substantial
Rights” Standard in Licensing Standing, 42 AIPLA Q.J. 109, 115 (2014).
31 Christopher Larus, John K. Harting & Sharon Roberg-Perez, Patent Licensing and
Assignment with an Eye Toward Enforcement: Tips for University Patent Owners,
48 LES NOUVELLES 13, 16 (2013); Xuan-Thao Nguyen, Patent Prudential Standing,
21 GEO. MAsSON L. REv. 17, 19 (2013).
Timothy Denny Greene, “All Substantial Rights”: Toward Sensible Patent

Licensee Standing, 22 FED. CIRCUIT B.J. 1, 23 (2012).

32
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RREEFAZAE  BHEEEEETLEEF AT ALK
BAEAARR D - BWBREALSSE A TR - BB AL
DB Z S HREEEFA  BRERERZIE SR BEEY
BEBREEFBAREGTONERAREER DR AFHEEL
1% » 5 Bl 4 A A B 542 4 A A g7 o

HARFHEZ S BEUREAZRAICIRASEA L
SUWEEMA - BT FERAAMALFARAFAS o BRWBHA
RECETRASHEAZ U TEMA - BANCE FREREER
LEFAHAKRT R TR m e HEA G2 - ST H%
HAYRELEREH L 2R ¢ 2 B AST 02 A HE B 2 2%
HTRABEHEARCREZH L 3 A BEARABL Y 2 &

3 Abbott Lab. v. Diamedix Corp., supra note 25, at 1128-29.

34 Id. at 1129.

%

% 1

3 qa

38 Id. at 1131-32.
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(indulge infringement ) ; 4.4 4% 4 A%t AT 48 42 2 3 oA 3 EAE B A0
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FIREHFHE o

& Prima Tek I, L.L.C. and Prima Tek II, L.L.C. v. A-Roo Company

KU fFHmAFER 2% F A APrima Tek I, LLC. ( T
"Prima Tek 1, ) R HE B+ # APrima Tek II, L.LL.C. ( T#% " Prima
Tek 11, ) £ EHEEARBEEFD - FERFEHHE - %z
FRAAREELEEAAZS 4 - A#7ERE L AFDEAT
BT mAE - FROIN HH EEE LA ST R EEZTE - EUR
E(RFREFZUBHEARLBREA) R A HRAL L
Troo WA FRREREERRE LHRA (FEHE) 225k #&
BERHEDHEEED

RN EFEFE - 7 BB w2 APrima Tek I8 E F| 2 A Bt %
EZRBEL > BT RUEMTAE AR LTI AL o RIF WA K
FHRBERARERR AR ELZNNERREARTREELH 2
M FREREEANY R URERERN T EZEF 0 AT -
ERAELFE 2 8B NAFRAETPrima Tek 11 AR A8 E - #F
FERERA @G AR RR T o TR RBREHEA

39 Id. at 1132.

40 Prima Tek I, L.L.C. and Prima Tek II, L.L.C. v. A-Roo Company, 222 F.3d 1372,

1372-74 (Fed. Cir. 2000).

“ 1d. at 1374.
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R H  ABEALTHERMZIHEAN  EHERMENETH
HANTUHAZEELEY c KRG MAUBRBEALEZEBRHE
ZHF  MBANE PR ARG REEN L AR 2N T Y
BA TR ERBEA R B A SRR o

(=Mentor H/S, Inc. v. Medical Device Alliance, Inc.

AR AF RN LR EARBREAART - 77 % K FHER
RERNARELATE L LRERERE  HETRELL
BF o M A 2 b TR ik B A E BB B R B AR e ReR R
FoOBMBRHERWERURTER - B ZH > WEHIL®RAE &
WETHRERELRFGRGREK - BAKE RSB ERR
TR RARERUBREAN (FWREE) EANRAFENZ2HT
BREAN > IUREZHRRBUBREAR—ZHANELE " AANFFE

42 1d. at 1374-75.

3 Id. at 1379-80.
4 1d. at 1380-82.
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AEHEBF AL RBIAERFASE - TEUHC L BREER
Fah) o ERMAIBRMGET  BHEREENREL—H &
HABAGRE TELZHA SRR NDABEL N T EHAT
WA - TR R AEA RS AL o

(@Fieldturf, Inc. v. Southwest Recreational Industries, Inc.

AGREARFRENZHREARREALT T EREZH
& BP |5 (summary judgment) 2 B3 - SRS RFE - AW
BEREZH - RETHR @B AKE EFREREL LT o LFE
e AR R R AR BRAR T AL - ST R H R B ] E
%48 o

R A RE R E A RFE > HREAERENNER
BEEATHENY R ZERRE  BETEEERARER - EIRE—F
RE > E—REZER-NANUNFZENREZAT > TRARZHR
HAZTHREHEAFENREEETL  TARATREFNALZS

45 Mentor H/S, Inc. v. Medical Device Alliance, Inc., 240 F.3d 1016, 1016-17 (Fed.

Cir. 2001).

46 Id. at 1018.

47 1d.
48

Fieldturf, Inc. v. Southwest Recreational Industries, Inc., 357 F.3d 1266, 1266-67
(Fed. Cir. 2004).

-362—



—ORF+A 2 E%AZ L TR 2SR BRNAR S 11S Bl 17

RS BT WA URAHAFEAZHF o LHERA
B AW BERAT AN L TEE A T

¥ 4% - T #1208 E 3 3 38 5] 4 9 State Contracting & Eng’g
Corp. v. Condotte Am., Inc. £ 7 #| #0% l » A B A B LR X
HARBBAETHEEE A SRARREHERD  FAAEMNT
BAEHESA—FRBHEM - Lh - BHAMGEYHBRTHHE
FlRE B2 BERAEAETREL YT EHA - an
DRBENREGENE A EEEE - ERRA—RAERLY
BUMA 2 BHEg?e By EREEAEAGE S KT

(A

#Sicom Systems, Ltd. v. Agilent Technologies, Inc.

AR ERFEN L EB R AR ZHE AL o #7&x
RE R AR A 2 R E A2 - BRET ML LT o BAK
HEHERFEE  MERNTRBREAFTBELBRELN LR 2
MEERABETHRMEA > SRS KGR HAL - AT FEA
jj%53 o

BRI REZLT > BREAZPERBN - ZHTAHK
REARRFREFE—ZHBEEA > BHAFER "H—HBHEA
Z #F| , (the right to be the only licensee ) ° KT (KR35 H| - E AT

49 Id. at 1269.

State Contracting & Eng’g Corp. v. Condotte Am., Inc., 346 F.3d 1057, 1062 (Fed.
Cir. 2003).

Fieldturf, Inc. v. Southwest Recreational Industries, Inc., supra note 48, at 1269.
1d.

Sicom Systems, Ltd. v. Agilent Technologies, Inc., 427 F.3d 971, 971-73 (Fed. Cir.
2005).

51
52
53
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(VAspex Eyewear, Inc. v. Miracle Optics, Inc.

Aspex Eyewear, Inc. ( /% " Aspex ; ) #2Contour Optik, Inc.
( T#% " Contour ; ) —F /A »=0OO—4 HMiracle Optics, Inc.
#Viva Optique, Inc. (AT &% "#HE ) ) REFZFEEFD o W
7 % e F B AR - DL Aspex S Contour & X ik #8 5t 0 AL % w1 B 2] JR
% 25" o Aspex i Contour T L 42 48 AR 4 L3 o Bt 45 10 b 35 3% It
A AHFETEFREAEZF M AContour 2 T EMAFER 22
WEUAHFBETHREA - RTERF A >

o4 1d. at 978-79.

% Id. at 979-80.

%6 Id. at 979.
57 Aspex Eyewear, Inc. v. Miracle Optics, Inc., No. 01-10396 (C.D. Cal. 2004).
58

Aspex Eyewear, Inc. v. Miracle Optics, Inc., 434 F.3d 1336, 1338 (Fed. Cir. 2006).
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% 1 Chic 4 B 1% 5 B #% 18 2 2 B 4 7| B #% 4 T Aspex » @4 7
(EHE  FREARTFEAYRZERBREME  UKEEEARSFE
KEERE LM - R - EFZFHREEL ZA - Contour £ Aspex
B AR Mg Ra® WA B REAEREZ ZRU
Aspex i Contour & & # #8 3f 0 A & b B [2] 77 7+ Contour i Aspex 2
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9 1

60 14

o1 1d. at 1339-40.
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(©Propat International Corporation v. RPost, Inc.

AUEGHAFERN 2 EBWEHAN N BT &R EHE
AKERE - W B DLBL S R SR AT MR fE AT B o Mo IR B 4
B RELEAFEAZMAA  HERABARZZLT KL S
AUTERA  SRERERERARANTREEEZHS o K
ETHRARAL EF o BAWCGE EREREESL  E R WIEHEAR
BEZEMEMDKBELTT LM SRS R F ™ -

T AE PR R AEHE R L LT AR LA %
BERLREAEAMZEEEY o RBHREFRR - A0 EANR
BENRTREERE BOTERERNERFEHEA A EE
- AREABABHIT AR A2 EEEEA 4 FEE K
BEBMEE LR THAHAIREREI LA LB L - LA
FABBRAMAZLRE - YEFABABHEREAELLY - 9E
B|EREH  HAERZEAAEAE L ERARBETERMER

62 1d. at 1342-44.

63 Propat International Corporation v. RPost, Inc., 473 F.3d 1187, 1188-89 (Fed. Cir.

2007).

64 Id. at 1187.
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T HGE PR AR RERHERD KR TR
BABE FHEREEANY R 2H  REEAMASLE—SET
gt o Bl BEENHENBREENFRYTENRAZE L4
Fl - LHERETMAZAREARBEZNL A B2 N T EHA LS
THRAA - HR S R A H A o

WEFHAWE  RENE— LT HRFMNEFEAL
EFEE  RARTERF G RERE EHE - TSR
— PR EdH o ERRGFY BRI R TR A LG
B HEREEAY R BEERBEHEASRRREEL 2
HAEEMACBERARAZEE UREURBEAZRERE
RALFZH S L AT BB ERHAZR RS G - LHEk
ERAAEEEELTI R ERBAEEY - LT LA 0 N EF
HAMEBER RS  WREAEERRRZERHRAEY o

(VInternational Gamco, Inc. v. Multimedia Games, Inc.

AHFRHAFENZER U REAHEHEALT (TR
" International Gamco% | ) o ¥ F = EHER > WA RS R #
R AL B TR - R AT BTk - s TR LT o T
HE E R FEEERE AR EREEANREZZNERE—
R THERAER ) I RERY MREALARBREAFENZ 2

es 1d. at 1189-90.

6 Id. at 1190-91.
’ Id. at 1193-94.
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BARTIRANL « Blbh - B REREWE AR T 2 F AR
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R4S (Hhil) 2 EMTATAFRF A BEGE—HE
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i’

(UAlps South, LLC v. The Ohio Willow Wood Company

AMREAFENZERUEHARBREALT (T4 " Alps
South% | ) o & H 77 i Fe % FE 0 4 ) R Sk RE BT 3 AL Z 47
FoORT R/ EIRATR o 7B R TR R FRNAREANE
TR ARAE - BCE T AR e B AR AR E SRR B R AR B R o IR AR
FHERAERREL AR BN ERREZFIMEAFENZ2HF
BAER > TR ERE RGBT A - ETEERA R HEE
%71 o

i 5 B AT ARG - KA B R 1R AT 09 A I
THEEUREAHREARDARZE AW ENEATKET

68 International Gamco, Inc. v. Multimedia Games, Inc., 504 F.3d 1273, 1273-74

(Fed. Cir. 2007).

69 1d. at 1275-79.

70 Id. at 1280.
m Alps South, LLC v. The Ohio Willow Wood Company, 787 F.3d 1379, 1379-81

(Fed. Cir. 2015).
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b o WA IR SR R Y % 4R ) S i I % Waterman v
Mackenzie % ° 2 B - W ¥ RBWEHAEWRE T EA B
T—Haw HEBEEEFAZERRE Y LKk EHERE
% 5| %% 7l # P 7 International GamcoE 7z R - s H E AR
WEBAREZEA AR 2 BT AL AT R R ER
ARHGERFR L BT AT ETRF A BEEE—gEd
WEREREHEFANERERREZE - AR AT EE R
BRNBEEHATHRAZEAZEBRAR Z 2 EAES  #45
HAMAREMERA AR OB NE  FR HE  EHEEDR
FHEAELZHME  RAREAREREEENLABR FEA
ZANEEHARETERRBEHA SRS REAAF R -

= bR EE BTG T IR AR

{[FES
(—Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A.

AMGEAFENZERUBEEAHRRARLRETD -
TR EEGAREREERE  BhRERETARBERNITERSE

& Id. at 1383.

& Waterman v. Mackenzie, 138 U.S. 252, 255 (1891).

“ Alps South, LLC v. The Ohio Willow Wood Company, supra note 71, at 1383-84.

& Id. at 1384.

e 1d. at 1383-86.
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Fo R AL P RE AR S EEAEAM I BRI RS
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RHA LREERBHEAZEREAT T RE 2 A B R
EEA M 3 Y H BT AE S0k E A A
Rz URAHZERERE S 2#P

HUBHEY  LHRERAARAEACE TERREHAR
RERHAZE BAMARGY NEEF  RERRALET
B HBURHEANZENBAFEA L TR - HR 2T
W TERE TR T Rk R A R A
BT ZHNRE  DAFEHEBRY AR EEAN S L LT

” Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., supra note 21, at

870-72.
8 Id. at 874. (“It is well settled that ‘[w]hether a transfer of a particular right or
interest under a patent is an assignment or a license does not depend upon the name
by which it calls itself, but upon the legal effect of its provisions.’”)
& 1d. (“To determine whether a provision in an agreement constitutes an assignment
or a license, one must ascertain the intention of the parties and examine the
substance of what was granted.”)

80 1d. at 874-75.
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HAZAWEEHF - EHAFHAED

Bt #0203 b 5 vk P A Vaupel £ 2 R - LR FTH —OOOF 2
Prima Tek [T —3 o %5 2 - B #0338 _F 37 3% 2 7t Vaupel £ # 3%
BBMEANWGFPREZNTREBUREALBEENERE M
Pl REEBHHEAR T2 NRE T REAHEEZBWIZEA
HASWEEAEAZIG - AT - BAKE EFERA=_OOOF
ZPrima Tek I£% - QI BHEHEABBERE LN 2E - A E
HEAPRAELMEEEA  RUATHBTHEAURLFTREALE
ARER AL - =3 AT — 3 o AR LR APrima Tek 15 2 7L
BEEZFE  BEHRNERUBREATE  BREENZAER "B
W FRHEREREAND Rz WEEEMN - T O F R
ABEZHANRIREZHEHT RN EREE 2 HEARREZR
HWERER o

©McNeilab, Inc. v. Scandipharm, Inc.

AUHERFERNZHE WK M AMcNeilab, Inc. (T &
"McNeilab | ) H{ZHE AR - g BT RS BT AL o M
FREBEGATAGEREFRRERANEFEALLRRE  ZEW
#% H AMcNeilab 1 % B 5 3 A2 SF e Z #ETf 0 - &AL B R & 2
B0 FBAETR A E ER R P ARAR ERF o BB RN B2
MEREHNTHEREEAELZ®R W E R EFMcNeilab £ B 2 42
A Z AT AL - TAMNFEFRA B LR RE - g =R R

81 Id. at 875. (“The sublicensing veto was a minor derogation from the grant of rights.

It did not substantially interfere with the full use by Vaupel of the exclusive rights
under the patent, and it has been held not to bar capital gains treatment.”)

82 1d. at 876.
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FHAZBAY B KE LR ERERHREF ——BFWT o

B % 138 i - B AMcNeilabyh 58 4% 1 32 45 P B2 3 b My
Wk FRAREEADG 2 EREER REREERT 2
EREAE5ASEAMBEZ LRI ER T HEE BRI
BRAFEHNZEBAM - WERTERID AR T ERAET -
W BEREHEE IR BFEAC KRS - FHRRE EF
MRz BERRRETRE  BABAKRY L REYEET L EA
o ELEERRAZARRETE AT RAER o HiL o b
FERAFNEEZ IR RAKEFR Y RELY 2 BHEN5RZ 4
AWAREABZER  HELERARAFEAZL2WETLHFA -
RF AT ZTEEDS .

EOEEAE T EABAGRYETHE,  GEEEREMAP
WE o RHEEANMTEY AR B EMAA T H R SR
MR ZHE o Wk - LR ERRES Vanpel £45 1 - NEE R Z
HFEHAREEAZENEE MG DURREAZBLY
BOREARF AT EEERY A2 RBENES STV ERRK
B AIAEE R R E B R 2 i o

WHS3EB L "EERBEARA R EET TR,

8 McNeilab, Inc. v. Scandipharm, Inc., 95 F.3d 1164, 1996 WL 431352, at *1 (Fed.

Cir. 1996).

84 1d. at *2.

8 Id. at *3.

8 1d. at *3.
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W FAEE D THAEAREGRREEALHER, - B
B EREREAREER T E RSB R EEREFIRERLY TR
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(=)Speedplay, Inc. v. Bebop, Incorporated

AGEAFENZERUBEEAHBRARRRETD - W
HRIGIFENERR - 7k FREA RN F AR ETRE
MR EIREZH - &7 e Lo BEFRFFET RExTHRE
BRARRETRA LT AR A F B L — o B AKE EFFRE R F
HanEELERREEALES  AEREAHLRBME -

REHRERE > BARARREZOFTRTHUREALRK
o BEAHERRRE  FEHERTEMND B2 REWRE
AL HARBRREZAERN - AT BFTAREZGFHNE  HEF
B AT S S = A R RH R AL AFHEAR

87 Id. at *4.

88 1d. at *4-5.

89 Id. at *5-6.

% Speedplay, Inc. v. Bebop, Incorporated, 211 F.3d 1245, 1245-49 (Fed. Cir. 2000).
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) Azure Networks LLC, et al. v. CSR PLC, et al.

E B A KE FRFERN _O—MF+— A ZAzure Networks
LLC, et al. v. CSR PLC, et al. £% ( T4 " Azure Networks % | ) 7§
HEM ZH & BEMEBE o Tri-County £ F - Azure Networks (T
% " Azure ; ) H#Tri-County Excelsior ( T f% " Tri-County ; ) £ %
EERREE REBEREM#SFERHCSR PLCEAF (T #H

"CSR, ) #A KA EHTAY - 3 Tri-County £ DL % B K Al
7,756,1295% (4% T129F A 5 ) Z HF|HEA X 4 Azure Q47 L+
BERZEBHBREATPRETHD - F A FESL - LT
County &2 % 8 L # 2 F # 3% £ 7 Azure % B 38 5 Tri-County X 1 £2 3
H L - AT AL [E] Tri-County 2 3 o Tri-County 1~ i > 1] B #5 188 | 5

o1 Id. at 1250-51.

92 Id. at 1251.
= Azure Networks LLC, et al. v. CSR PLC, et al., 771 F.3d 1336 (Fed. Cir. 2014).
94 Azure Networks LLC, et al. v. CSR PLC, et al., 2013 WL 173788, at *1 (E.D. Tex.

2013).
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Al s R BHEEF Z A o B A Tri-County B F B L & 7l 4 2% 42
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95 Azure Networks LLC, et al. v. CSR PLC, et al., supra note 93, at 1339.

% 1d. at 1340-41.

o7 Id. at 1342.

%8 1d. at 1343-47.
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Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., supra note 21, at

874.
100 Azure Networks LLC, et al. v. CSR PLC, et al., supra note 93, at 1342-43.
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101 Propat International Corporation v. RPost, Inc., supra note 63, at 1193-94.
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) AE % % % £ g & ( United States International
Trade Commission, ITC) 15 # Apple A sl Z EH FFH KX ( T H#
TR E, £) % FEARE R E SR AT AR TTRITC
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0T H R BR £ B K % T Apple/d 7] % FH AR £ Kk DL F 42 H 3
A ENFEZEFIRE o A %A A KR E I H Apple >
SEATRE - FEEH_O——%EAH HGoogle N5 i B 4 &
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02 Certain Electronic Devices with Communication Capabilities, Components
Thereof, and Related Software, Inv. N0.337-TA-808, 76 Fed. Reg. 60,870 (Sept.
30, 2011).

3 Phil Milford & Susan Decker, HTC Sues Apple Using Google Patents Bought Last
Week as Battle Escalates, available at http://www.bloomberg.com/news/2011-
09-07/htc-sues-apple-alleging-infringement-of-four-u-s-patents.html (last visited:
2016.05.17).

Nilay Patel, HTC sues Apple for patent infringement ... using patents purchased by
Google, available at http://www.theverge.com/2011/09/07/htc-sues-apple-patent-
infringement-patents-purchased-google (last visited: 2016.05.17).

105 Foss Patents, ITC doesn’t allow HTC to assert Google’s patents against Apple --
Rent-a-Patent model fails, available at http://www.fosspatents.com/2012/06/itc-
doesnt-allow-htc-to-assert-googles.html (last visited: 2016.05.17).

106 Foss Patents, ITC denies review of decision that HTC cannot sue Apple over

Google’s patents, available at http://www.fosspatents.com/2012/07/itc-denies-
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! Speedplay, Inc. v. Bebop, Incorporated, supra note 90, at 1251.
198 (g Prima Tek 1975 Vaupel ' i B LA » SRANFES 418 pL 2
EiPrima Tek I% [V fLigk l'@]?{fl @%TEA—IJ' el - F Flyeffr]l ¢ 3]
0 R iﬁ!“g‘“’?”%ﬁlﬁﬂfﬁl VA R I A
L ST B Fz‘ﬁ‘y% R
BT -

-379-



34 BRiEEFH F— gL

PEAE TR 4 52 2 8 AR08 > w0 A 1 B e o 3 R LA 3B 7
ZEWEAEN SR REAEREZEHRRERELFTINZ LW
FHEANTRRERRLERFRAZATHA  AXBERELLY
T K R M IR B R R 2 B AR e

dosh e BB RAEZ IR A R B A R B A AR
s ZRAY AT EBRREALRRGEAZFENZ2HETH
A > Aspex RBI Bl - BB BALEHEZRHEZREREL TSR
Mz 2B T HRARTIGERRLEETDZALTEA - AER
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IS e

U

- BEBESARLERECBERST "2EEE
REFRRY

— ~ REERENR EAFR AR SR L B

THFRL REAEREERSAEN AT L ERATRL
gz’ TR R R S SERARA - RERAE
FEMEREAIC 2R o 2EEHAEN R AR R
B AAEEZRFRAEL - A AT E LR 2
BLANRUESSE I ARRTREGE AT SRR LE
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109 Ernest A. Young, Prudential Standing After Lexmark International, Inc. v. Static

Control Components, Inc., 10 DUKE J. CONST. L. & PUB. PoL’Y 149, 149 (2014).
110 Nancy C. Staudt, Modeling Standing, 79 N.Y.U.L. REV. 612, 612-13 (2004).
m Pfizer, Inc. v. Elan Pharm. Research Corp., 812 F. Supp. 1352, 1356 (D. Del.1993).
(“Standing is a ‘threshold question in every federal case, determining the power of

the court to entertain the suit.””)
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(EELEIGAEBMABRM LA RAL  LE2HETERZ
WA LB 4 A 2 £ (cases) B (controversies) 1 o
EFrredhtz iy NELEFESz o™ BaRESE
e — L /L =4 z Lujan v. Defenders of Wildlife2 "% - g rE %
PZRHARCEDAETIH=ZHEL  LEEXEEREZA B X
NABNEERNEE RWBFRELHLE 2 REMZHEEH
WEZEEATHAMERERBEG > R3S REMZZEE PR

12 Greibrok, supra note 30, at 112.

13 U.S. Const. art. III, § 2 states that “The judicial power shall extend to all cases, in
law and equity, arising under this Constitution, the laws of the United States, and
treaties made, or which shall be made, under their authority;--to all cases affecting
ambassadors, other public ministers and consuls;--to all cases of admiralty and
maritime jurisdiction;--to controversies to which the United States shall be a party;--
to controversies between two or more states;--between a state and citizens of
another state;--between citizens of different states;--between citizens of the same
state claiming lands under grants of different states, and between a state, or the
citizens thereof, and foreign states, citizens or subjects. In all cases affecting
ambassadors, other public ministers and consuls, and those in which a state shall be
party, the Supreme Court shall have original jurisdiction. In all the other cases
before mentioned, the Supreme Court shall have appellate jurisdiction, both as to
law and fact, with such exceptions, and under such regulations as the Congress
shall make. The trial of all crimes, except in cases of impeachment, shall be by
jury; and such trial shall be held in the state where the said crimes shall have been
committed; but when not committed within any state, the trial shall be at such place
or places as the Congress may by law have directed.”

14 Greibrok, supra note 30, at 113.

5 Lujan v. Defenders of Wildlife, 504 U.S. 555 (1992).
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BASHNAEAZ2HELHA TeREAERTEETEN
BE - MMEERRAERREE LR o
OBEFEZ BRI UEM

LEEAEEBIGAE  BARABURERAHURENE
AT B kB o REE FE 100Dz 2 H - T EFBA
(patentee ) Fhig B F| o A&k 2 BRI A - MAEGHAHZ
BTN o Y EERAMAKEAHRE (assign) BF = AW
TTRATEEH L HRREREHFD o

AT HEBEFMADFSEFREEREMA  TEUEE
Bz BEE R EE R S A T 2
B BRRBM BT RRAEA o WRTAT - e B S
SAFEE  BERERZEEGHERRBBEAR AL - AR
FIMAKBFERRELN TAELE  FALREEAD S - &
BAEBET HEEARFEREERELAE - HLEBREHEA
REUNE S S ERREERDL  ERAEHABEMEEELHHE -
Wit 2EEFZDEFE  HEERAET UMETR A
Z A WAL o

116 Id. at 560-61.
17 Rite-Hite Corp. v. Kelley Co., 56 F.3d 1538, 1551-52 (Fed. Cir. 1995).
18 35 U.S.C. § 281: “A patentee shall have remedy by civil action for infringement of

his patent.”
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REAXERN G A ZAREH - 2EANFAFERURHEA
DE gL HRRERERD AVEAURBRBRBART LY T E#
Flaer'otnsy  2EHARZAUIANSHTERF A -
I e B 2 7 o S ) v 2 AR R M BP0 o k3R £ BT A0 HE b 3R ok
I — L L)\ 4F 7 Textile Prods., Inc. v. Mead Corp. £ 2 R - E BB
WEHABTEARZ 2N TEHAY  RELHEEAHAL
a2 WA L ER S8 E o W R M A A
EEHHRA %G8 FT B2 5] AR o

WRBWEHAL A FTENBER R 2WETLHFR - BN
PR ERIRAR T AN BB E AR R L ESE
R AR EAMARERA LT  HEEAHALLR
B2 HEAIE A KEREETD - B EF WA AR L&
FRATHD  BRIEEBAGEABARA - Zlkor RFHA TR
RFERECER D

o~ FAEE AR RS A R Z RS AL A
AU EXBERE  BMNEZAEURERAGEZEM &

19 Textile Prods., Inc. v. Mead Corp., supra note 23, at 1484. (“A licensee is not

entitled to bring suit in its own name as a patentee, unless the licensee holds ‘all
substantial rights under the patent.’”)

20 H. Rachael Million-Perez, Post-Lexmark: Status of Prudential Standing in Patent
Law, 49 SUFFOLK U. L. REV. 227, 238 (2016).
Id. (“Such a licensee is in effect an ‘assignee’ and therefore a patentee.”)

1

122 . - . .
Id. (“although a patentee has standing to sue in its own name, an exclusive licensee

that does not have all substantial rights has standing to sue third parties only as a
co-plaintiff with the patentee.”)

123 Ortho Pharm. Corp. v. Genetics Inst., Inc., 52 F.3d 1026, 1030 (Fed. Cir. 1995).
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FHAr AR AXBEARBEAELEIRBEELTETY
BAZEFEA DNELTTLRAZEEURBEA 22207
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O T BB EBRR AR, ZLER
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RFHGES TRELWTERAZEANEA, B TRELHEL
BAZEEHBREA ) HFRALT -

LBEHEMEEHRZEFHA

EA— P EF 2 BAEA - B2 EA RN S BRI A
RE AT B R L2 Bl R o A
BxEE BA#ACAZERERZHEZE (constitutional
injury) " EREEEAF L8 G LA L BABALETUECD
L HHEH ARG A Z AT HA -

KT WRATIEEFMA  GEEELNTEHAZ AR
Ao MEABARZABREERET A EREHBHEZYTH
AT EMA - ARAEAREEEDE H L HRRFRZAH
Hofr - Al BT B Azure £ B A | o XA E F EF R AIAE

124 Karen E. Sandrik, Formal But Forgiving: A New Approach to Patent Assignments,
66 RUTGERS L. REv. 299, 307 (2014).
Newton, supra note 17, at 235-36.
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HAMZERS HEUBBEAXTHESL "FHRZEAHEA
( effective patentee ) 127,

DAL EEENZERUREARFEENEA  LMTEH
FRELZAERERA AR AREZRES  EBUREANE
AXBEREZET HAEHEBEEFRZETHA  TFHEFE
AFBERES G HRREAGERR

O TEEFER LR - FREFVREKMNEMNEEREGH#
MArBAZERER 23R
ABPRZANBALRERUERARGENZ2HWTHEAN
MEEBRARERAZRFMC  EHEZMTREREAZE
BITAMZARE  MrRFEREHRRUFREREELRER
B R NBRHEN2WE EEA ZFH ABaRan 7 LA AR
Wl e ABRZBFHLEE "TAELWTHENZEREA, £

126 MUELLER, supra note 11, at 550.

127 Newton, supra note 17, at 236.

128 McNeilab, Inc. v. Scandipharm, Inc., supra note 83. (“Although title to the patent
remains in the patentee, the patentee is not a necessary party to suit brought by the
exclusive licensee, when the patentee has retained no substantial rights in the
licensed subject matter. Such licensee can sue infringers in its own name and
without joinder of the patentee.”)

129 Textile Prods., Inc. v. Mead Corp., supra note 23, at 1484.

-385—



40 BKIKIRH H—w-t

TRBMBLAMEEHEAZEBREEA  ZF AR LT
LAx2MELHM L EREA

WEABABEFHEERET A EAZAZHELTH
WM EEHF - AEFBAREEEE H L HRAFNZANR
Wpl o MTELWEEAEA L BB AR - % EA
B e BAMALEIREERME LABEBHTEAR
RREFEHETRR  BARAFLEEFRREELR  FTUEAEANK
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Fiel TRIELMEEHAZHUBEHA,  GEHERRESR
HBBREFZETHA  EREIALHTERA LA i
WHEBABRADNGLUTEHA  AMZFLTHS HeHAR
HEHITAZHERREZHEE RAMARREANEH T AT
*131 .

AT - RAE 2T B A Z B A R BB AR 2 A3
B EHEH YL HRAEF ST o L b BRI AR
FHRD  BBEWRHEA LR R SRR - F N EE WA
Rk e300 o

(©) TEABSRHT | 2 XER

TEAEMA, EA G EB WA R ERERER
BRI N BRI A 2 AT R - T B (T e
Fl - BRETeRAaERTATEZE:EE 282 Bua

130 Greibrok, supra note 30, at 115.
131 1d
132 Textile Prods., Inc. v. Mead Corp., supra note 23, at 1484.

3 McNeilab, Inc. v. Scandipharm, Inc., supra note 83.
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W MAEZHBBAEBRE A2 EERES - Bl - BHERE
GAUTUMAZEBRBEARMRERNEA (RLE28EY
BRI ZEAEARBRNEL ST EHAZERRRHEA) 235
W o FABER—HEEHR—ERTATERSERD  LESE

BEBERE -

13

135 Newton, supra note 17, at 237.

136 Kalman v. Berlyn Corp., 914 F.2d 1473, 1481 (Fed. Cir. 1990). (“It is well settled

that a non-exclusive licensee of a patent has no standing to sue for infringement.”)

4
MUELLER, supra note 11, at 549.

Newton, supra note 17, at 236-37.
138 See also Jonathan S. Masur, The Use and Misuse of Patent Licenses, 110 Nw. U. L.
REv. 115, 118 (2015).
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139 Newton, supra note 17, at 236-37.
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44 Bristol-Myers Squibb Company v. Apotex Pty Ltd [2015] FCAFC 2, available at
http://www.austlii.edu.au/au/cases/cth/  FCAFC/2015/2.html (last visited: 2016.05.
17).
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From the Rule of All Substantial
Rights in the U.S. to Review the
Exclusive License System in
Taiwanese Patent Law

Huang-Chih Sung’
Abstract

It’s a well-accepted concept that the exclusive patent licensees
have the standing to sue for patent infringement independently without
joining the patentees. However, the recent academic and prudential
opinions in the U.S. stated that an exclusive licensee lacks standing to
bring suit if the licensing agreement does not transfer the patent’s all
substantial rights. In this study, it is argued that the said opinions in the
U.S. can be explained by the “act of disposition” of the exclusive
agreement and yet it is difficult to identify what all substantial rights
are. An empirical study on the recent judgments of U.S Supreme Court
and Federal Circuit is therefore conducted, finding that while the
standing issue derived from patent transactions was considered case by
case, no general rule was established by the courts. On the ground of

the empirical study, the necessary and prohibitive provisions of the
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patent exclusive agreements to ensure the transfer of all substantial
rights are analyzed and concluded. In addition, the recent academic and
prudential opinions in the U.S. are also applied to review the Taiwan’s
Patent Law, revealing that its provisions relating to patent exclusive
license are not complete and precise enough. After conducting a
comparative study, two aspects of a patent law amendment are proposed
as follows: (1) the patent exclusive license should be well-defined in the
Patent Law, including the necessary and prohibitive provisions of the
patent exclusive agreements to ensure the transfer of all substantial
rights; and (2) the patentee should have no more standing to sue for
infringement independently if the exclusive licensee has obtained the
standing to sue independently. The patentee, however, could still bring

sue by joining the exclusive licensee.

Keywords: Patent, Patent License, All Substantial Rights, Patent
Infringement Litigation, Standing to Sue
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