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[t" s a well-accepted concept that the exclusive patent
licensees have the standing to sue for patent infringement
independently without joining the patentees. However, the
recent academic and prudential opinions in the U.S. stated
that an exclusive licensee lacks standing to bring suit if
the licensing agreement does not transfer the patent’ s all
substantial rights. This article thinks that these recent
opinions in the U.S. can be explained by the “act of
disposition” of the exclusive agreement, but it’ s a
problem to identify what all substantial rights are. This
article conducted an empirical study on the recent
judgments of U.S Supreme Court and Federal Circuit, finding
that the standing issue derived from patent transactions
was considered case by case but no general rule was
established by the courts. On the ground of the empirical
study, this article analyzed and concluded the necessary
and prohibitive provisions of the patent exclusive
agreements to ensure the transfer of all substantial
rights. In addition, the recent academic and prudential
opinions in the U.S. were also applied to review the
Taiwan’ s Patent Law, finding that its provisions relating
to patent exclusive license are not complete and precise
enough. After conducting a comparative study, this article
suggests a patent law amendment in the following two
aspects: (1) the patent exclusive license should be well-
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defined in the Patent Law, including the necessary and
prohibitive provisions of the patent exclusive agreements
to ensure the transfer of all substantial rights; and (2)
the patentee should have no more standing to sue for
infringement independently if the exclusive licensee has
obtained the standing to sue independently, but the
patentee could still bring sue by joining the exclusive
licensee.

patent, patent license, all substantial rights, patent
infringement litigation, standing to sue, patent
assignment, recordaition
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' Jay A. Erstling & Frederik W. Struve, 4 Framework for Patent Exhaustion from Foreign Sales, 25 FORDHAM INTELL. PROP.
MEDIA & ENT. L.J. 499, 504-05 (2014).
2 35U.8.C.§271: “(a) Except as otherwise provided in this title, whoever without authority makes, uses, offers to sell, or sells any
patented invention, within the United States or imports into the United States any patented invention during the term of the patent
therefor, infringes the patent.”
? Marissa Paslick, “Exclusive” no Longer Means Exclusive in the Context of Patent Licenses—A Look at why There is Value in this
Ambiguity, 19 U. BALT. INTELL. PrROP. L.J. 167, 170 (2011).
* Elizabeth Herbst Schierman, IP Transactions: Questions to Ask Before Buying Patent-related Rights, 55-OCT Advocate (Idaho)
20, 20 (2012).
5 MARTIN J. ADELMAN, RANDALL R. RADER, JOHN R. THOMAS & HAROLD C. WEGNER, CASES AND MATERIALS ON PATENT LAW
1058 (2003).
O WSEVE, WEMAEMREE, H 287, 201249 H, 3hR.
" M.P.E.P. §301 III (1).
SOSRHIEL, RWIERIERTAT, H 230, 2000 453 H. 3 ).
° ADELMAN, ET AL., supra note 5, at 1058.
% Joun P. MCMANUS, INTELLECTUAL PROPERTY — FROM CREATION TO COMMERCIALIZATION 235 (2012).
" JANICE M. MUELLER, PATENT LAW 523-24 (2013); F. SCOT KIEFF, PAULINE NEWMAN, HERBERT F. SCHWARTZ & HENRY E.
SMITH, PRINCIPLES OF PATENT LAW—CASES AND MATERIALS 1229 (2013).
12 LANNING G. BRYER, SCOTT J. LEBSON & MATTHEW D. ASBELL, INTELLECTUAL PROPERTY STRATEGIES FOR THE 21TH CENTURY
CORPORATION 17 (2011).
B M.P.E.P. §301 III (2): “An exclusive license may be granted by the patent owner to a licensee. The exclusive license prevents the
patent owner (or any other party to whom the patent owner might wish to sell a license) from competing with the exclusive licensee,
as to the geographic region, the length of time, and/or the field of use, set forth in the license agreement.”
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tosue) | U BREREZTF ATHME 28 TEHARA] ) - mBERTEFTITHA
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1. ZRRBREBHIEARRE [2HETEHA] IR EE
Abbott Lab. v. Diamedix Corp.

ABEAF A2 2 BRBBARBHARLCRRTD  RSARA QBT EREF
S RFDARAXFRE (TH [Abbott £ ) - FERAEEEERLES  SAMAR
MR B E LR ES o BARE ERERERS  REAGZ 2B REHAL S
T ZEBAORAMA LR RETANTFARSE  KEERA: BB EEY .

ABHr i F8 0 EARBRIBMARSAMAFEBMRY  RERVERBHEARA
BBMRABHFAZIATAL - GEHETHR  TOBEEOY THBBARLWGLE
BALFMALEREE - EARREEAY DM 2 2ABREREAZHABAR K
HM2H 3B RABARTHREETERAEASAYZZHAS > SFER YR
BRORBMEE 2 HA - G BMR Y R IEBAF R & RBHEE  BIERBBARARY
FRIARABFERESAMER -

HARETEZRBTD > FHBRBRYRY THRIBEAL ERRARETFRAZIM (244
BHEFRRAT LG S A M AT @8 e BAARA TR » 2R RH AL S8 A AR R
de o BIRFMAIRN G Z L RBABHFAY c HASABHZ R SNBHEERYTRIE
FABARBRRY ARHRARTBHREFAFHEBZTH»Z— FRARKEALBAE
WA RA o

HARFHMZFHR > FREBHEAZRLCZRAFIAILHRTHEMA > B ARFR
RAMALERRAETFRA HARBHARTCSRAFRAZI2HTEHA  BRKE L
ERHEA  (DRARARTHRE AT RERE AR B SHEGH YR E
BRBHHEZFIHEA ; QBBEATEEAFREIZINRBRAZIANEARCRKHEIHE ;
QC)HATBRAI AR A F L RRBBRHEFRAIPIING T » RAWBHEA L £ HZIEZHE

O R B R R AR R T

7 Jeffery L. Newton, Assuring All Substantial Rights in Exclusive Patent Licenses, 44 LES NOUVELLES 235, 236-37 (2009).
U AR 2 T

" Abbott Lab. v. Diamedix Corp., 47 F.3d 1128, 1128-29 (Fed.Cir.1995).

214,
2.
2 1d.
B Id.
*1d.

at 1129.

at 1131-32.
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Prima Tek I, L.L.C. and Prima Tek II, L.L.C. v. A-Roo Company

A4 W A FRAZAHIKMA Prima Tek I, LL.C. (T#% [Prima Tek 1] ) REBRKHEA
Prima Tek II, LL.C. (TF#& [Prima Tek II] ) 3 R #EEARRBZAETR - W kI EIRH
BIEREAARIRELRAERAZEH S R T EREBAEAFALITA Rm LAY FALY
SRIO P A L BAT R EET R - HERARE (AF A ZIHEBREARLBREAN) R
REFFHAL By W AL E3F o BEARIE EIfk IR S AR LA (FHEE) X%k BUBEE
BRIk BED R g -

A E 25T AARBHIMA Prima Tek [ EE A AT R FIRMEY > E R
FAIMATA AT © RIBEBIT QLT R R R R - TR Y MR
BASBHALRLEE FRAARESANYEARER R T EZ M RARlEAFLELS
2§58 W45 F 3T Prima Tek 11> 4 A5 % - A BB E 2 A M &R BAE R A F % -
HRTR  BEBREALLZLEZBRAEGHR -

IR R YR TR R LR A REITFAIMR » R REAFZRK
BERM - HAFALR B EAAHAE RERAERRIANRERLT AL FRT -
FARATZEPR - AR YOREA B bR - LA ZBA R YA =
BBBEIE  RFIBRE—FRRFAHHKIL  RFFAEAALEZS =T HAFALE R

EHY—F"

HABRMRNRERAFEAI 2T HHAABE THIAA > BRRE EIFEEE L
1 Abbott % » FIBF AR FERBERARE B ARKE S EAREERAZ A 2RBH
BRBMA - RIS MBEARTABREIMA  REEREEZYREHB2NEY
A2 EFL LB AMrOARBHASL ST EBRMZHA  HBHF KL E kR B A
BHRZYEABRERETERA  RAOBRRBRARRLBRBAS 2Tk

Mentor H/S, Inc. v. Medical Device Alliance, Inc.

A fam & F R ZBIBEARRBAAR - T ERERLRLEANARELRLT R %
B B REAHE R BERRIA LI o BIARKRE PR E B L HBERAAMREZ A
TR R HBERZRREHILATER - ARIAT ) B HIRE > BRETHRE

2 Id. at 1132.

*® Prima Tek I, L.L.C. and Prima Tek II, L.L.C. v. A-Roo Company, 222 F.3d 1372, 1372-74 (Fed. Cir. 2000).
" Id. at 1374.

2 Id. at 1374-75.

¥ Id. at 1379-80.

% Jd. at 1380-82.



REFERAGRR - BHARE EFERLAB B RETEE L2 BHBEEA (FEEL)
i RIAE A F 2RI A » AR § BN — MM AR [N
WA AR REZES] o

BRRE EFERRALARAMBEERYG Y IHNEAHAF ARG EEIINAH 34
do s ()R AEAFHE LR A Y SRR TRIGHEA 5 Q)R AT BB 8 125 I
ABRFEHBZHE QORANEAABRGHNEFFEIRT 5 ORAMALE HEHAR
RBHFAZRT  EHARARBREY (RIEBHAMEE E RAMA AR RHET
D TR L RAREBHTR) T RRRAURZYER HAREELHRE—F
REAHARGTEEIMA > KBHEZYEABHERETTRA TREHA > KABEL L
BN R BrAe b o

Fieldturf, Inc. v. Southwest Recreational Industries, Inc.

AMGEAFRAZRRBRBARBREARLT - W7 EREZKEREHE (summary
judgment) ZE3F > BEBEREE  RARFREZF RERR > aBRRE EFERR
AL LHEREEBAIDIHBEARBRTIA KA RERHA S EBEDEE

WRBEBA KRG EFERRA R TR RBEARA LB LR ETHEIAYRZILE
B - EROLHMEAER - FRE—FRAZ A EZFH 198 FZIRARERYF » &
ARREBEHAREAHEBEAFRIAREEZETD  TARACREANAZETHRGHE - &
T AEIL S RRATHAFRIAZIHEA o LIFERRE  ZOBREEYHRAY T _IEEH
E M -

4%k BEIRRE E Ik 3] AT State Contracting & Eng’g Corp. v. Condotte Am., Inc. %
ZHEdE o HARARMR KGR AREBIRMARSAHEE A F AR - &
RHRIANBHALZMEA LB - LR > BREAMSG AR EATHH T AR EZE N
2 BRRBHEARZRAFHRETEHA BAZRBBEYRRY TN A EL ¥ -
AR A — 0 KRR 2 THHA M KT Bk EIFFRREARE R TFHAL -

Sicom Systems, Ltd. v. Agilent Technologies, Inc.

Al £ F RN R BBIREAHBREART « W ERARE RBATBL L HR
HREZF O RERBRIBA LI - B EHFEREREL > HERIRBRBAPTEEZR
WRY B AK2HRTERABBRTRBEA » HRERPATAL - R RGEHFRAFE

! Mentor H/S, Inc. v. Medical Device Alliance, Inc., 240 F.3d 1016, 1016-17 (Fed. Cir. 2001).

21
/A

at 1018.

** Fieldturf, Inc. v. Southwest Recreational Industries, Inc., 357 F.3d 1266, 1266-67 (Fed. Cir. 2004).

3 1d.

at 1269.

%% State Contracting & Eng’g Corp. v. Condotte Am., Inc., 346 F.3d 1057, 1062 (Fed. Cir. 2003).
37 Fieldturf, Inc. v. Southwest Recreational Industries, Inc., supra note 34, at 1269.

B 1d.

% Sicom Systems, Ltd. v. Agilent Technologies, Inc., 427 F.3d 971, 971-73 (Fed. Cir. 2005).
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EAGSBRERGT  FAMARREREI » ZHEPRBEARLAFRAE—2
WMBHAN BAAF2A) ["R—I&HAZHA] (the right to be the only licensee) | ° & >
WFEFIREHR > mERBURAREERAF BTSN > BEARXTHE#EF : (DF
WA RE L F RN 5 QF ABRBEARM A FRAZIEN ; O)XRZLSHANE
Z A (DBRMERBFREAASH LR F AR BEGIEIHEA 5 ARG HBIREAER
B R AT AT A B RE B ZIMAY c Hb ) EFREARRABIEA L AR AP
A 2HRFHHA -

FELHE MEXBRAREHETERAIBHTARRBRIFAZIM - #Hit o B
R\ EFERRL  BBRBAERARATEEAIREIT AR  EHAFRERAZIR
WAT AR & > b HA e H A RBUERMIM  FTRERF —HE TR -
AEBHERFAY 2 BIHRRE EFEERRERBBABEZIRERY AR 2RETEH
A BT RIBHA  BRE REATFHAL o

Aspex Eyewear, Inc. v. Miracle Optics, Inc.

Aspex Eyewear, Inc. (TF#% [Aspex] ) 2 Contour Optik, Inc. (TF#% [Contour] ) =%
287 2001 ¥ Miracle Optics, Inc.¥2 Viva Optique, Inc. (A FA&#% [#% % | ) A 2AFH
Frak o BRI AR HAL > WL Aspex 3 Contour & R SkAL T A 4 b B =1 R % 2 35 o Aspex
# Contour RARIEA A L3 - BiRRiE EFERR A » AL 2FEAZHHA Contour
RECHKAFRNZ2HTEHABRTHIZHA » #0RfeFHbm 2

R F) J F P8k > Contour £ % FF A7 2000 £ 45 8 2 F 4] 4 % 3 A (assignee) - Contour
#2001 4 3 A 20 B $3FSEA Chic Optic (F#% [Chicl ) HE—MFFIRMERY > YT 2B
BARAEA Chic : (174 BLEA 8% - R SR $ A4 %2 5 B A 5 (R ot R AL
AR B IR BRI 2 : Q)AL AT 5 Z A2 H o A $AHALA Contour
AR A Chic B RH A 30 B A AT HR8 54 & GRHASARMTAZH
Contour 77 A B FF I AT — ZWHIZFRAHE RHTE 50% ABRRFILFIZFERELBE -
REBHBTIMRA YR FARHE 2003 %3 A 16 B4 L f Chic 4R LEIEHY -
B4 2B 2006 43 A 16 BHOES -

fE# Chic HIRF R BRI 2HFBEABRKMHET Aspex > A ZBERRE - ERAARET R
A E B AERRBALFARBEREAIME ARAZZTARBEELHZAT
Contour 2 Aspex BPBiFA2 3 » kS RABHFAD - FH E R R THE 2 7RI Aspex $
Contour % R &&A2 it & & B = 352 » Contour 32 Aspex 324 E 3 » 7k Contour ¥ Chic H

1
11
21

at 978-79.
at 979-80.
at 979.

# Aspex Eyewear, Inc. v. Miracle Optics, Inc., No. 01-10396 (C.D. Cal. 2004).
* Aspex Eyewear, Inc. v. Miracle Optics, Inc., 434 F.3d 1336, 1338 (Fed. Cir. 2006).
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ZEBIRMRY  RE2IREFEHA AT Chic» ¥ Contour 154% A IR-AAZHEFFAZ A i
1247

BRiE E kLIS 8 0 Contour AN IS AT Chic » REBMBMA LRH
Chic %A 2 A1 T8 % £ £ 2006 4422 2R =1 § Contour » [ pt 3 & 58 M3k Chic 3 K IR4F 23
FEMA AR [RE2HEERAZ S BRBEA] > ®mIERAZEA - #£3b > Contour
WA ERAR ) EREARIFAL - RO LFHFEREALBERERA L 28055

Propat International Corporation v. RPost, Inc.

Atad A FE2AZ R BRBMAA N b BT ERHBHARLT  HERRER
BATIALB ATF c T F R EEERL  RELFAFRAIMAN L EEAHHAR
ZRYFABBEEFTEHA KRR RERBATFEKARDREZH - RERRITL
EHoBRRBEFERERSL  MEATRBREABEIBREYEABBR2FTEH
# 0 BRE R AT o

BIRRE LR RBAEFBRERAGTREARTHAL  LAREFRERLZABRAMZ
BEREY - REFEER SHIAREEZYRTRERRE  JTERE R YRR
BAZIBARETE > RREARARSTI—EAHFILAIFREENE FRAIBERHE
2o AR THBREAFERBAREILFIHZT  LABRLABAZARAZIRRE - 24
HABRBKHEANEY ~ B E - BEERD - FAERIBHAREARLBIAEBETF
BREITFRAFHR  FREATKLERY HRBAZ TR BRI EA RO BREBF
FABAZRAE > AEARAFBREDERE - H& > FHEBEBAHREALFEEXRER
FAMARFAT  FARAREERLR

B EFERBR AT REBYEZRE AR THIKEARLR - ERAAKRE X
FlgmZ bt EEZAMARE-FEFHE - A BEEZAIHRIAKBAYGHIHE TR
FIHAZHZ S A LFERE MR T2 AR ERGE R R ERABE T HRIE
A BRE R BATT AL o

HEEHANR > REAS —ERETABFMARARALRRRE  BART EE
Bk o RAERE EHE > FUULMA S — LR o R KA R 2 8 R TR
BARBIRE AR E S AR 2H 0 BB A B R R 4 2 A S
AREBAFRAVRAZ A E ARG HIMA TR I A T2 205 2 AT BT R A
AZRAEEHR ) LHEREERAAMBRRNS BERBRMRY R GRZHE N
SAVABA R FRE  BIRHA & & R T2 AR .

YT Id. at 1339-40.

B Id. at 1342-44.

9 Propat International Corporation v. RPost, Inc., 473 F.3d 1187, 1188-89 (Fed. Cir. 2007).
0 I1d. at 1187.

31 Id. at 1189-90.

2 Id. at 1190-91.

3 Id. at 1193-94.
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International Gamco, Inc. v. Multimedia Games, Inc.

A H A FEHNZ LB RIBEAIREAAIF (TH [International Gamco E£| ) - b
FiEIRE B BERRE RBAT M A TR RART HRHELR  HERRRALL
oo BARE EFEREEARLT  AMREBRFEANZEIZQER —EH L [EAEAR]
IBRHERY > BBEHEALRPFLFEIAZI2RTEHEA > BERSATFRAL » RTBEERF
oo

RIEEFERAEER - AR ETRIFZ L BRAEERAFLZ MERER] -8iE
BE O AmAFRAPREZHATEEARRRAL - Bt b RERRRERBBAA TR L
AR (RBEBER) ZBHTABFATRAL » B b A A AR LA AR (GEAEER)
ZBHAT BT AEARTAL  BERE R E AR ERRRBHETFAZER - Bt BIRRE
EHERRAZRIAZILEREERAR LIS AER RRARLERBEAARG AR
M2 2HEEHRA KA REA RRBHFDZ AT -

Alps South, LLC v. The Ohio Willow Wood Company

Alal A SR A 2 2 BAIRMARBHAALT (T4 [AlpsSouth £ ) - kLA F
EREEEFIRERE RBATFRAEZIH  RRARFT FRR - FEREMIZALSFE
AIA X B EHEARBE R RS RRABRRE R L3 - EHREREREKRRL
BESAASALBRMEYTRFAFLIAZIDRETERA > RARBEREREATH
f ERBERIAEBEDEE -

BiARE EIRRR AR KABRL 0 AT RB IR YR T R BB AIREA
REFAZIM > R XABATEG TRAMHA : (DBRBEASREIAZEESRITRE
LB R RAHAZEGRZ 5 QHMBBRHEAN T IR B G AR FARA
BHBEBART  ARCRBBARAAFIAZIELL R RE - ZHRE I RBIR
AR AR RARR » TR RILE R

HH o BRI EIFEIE A 3] & & kR Waterman v. Mackenzie £°2 B 35 &
BB AMERIE T A BRMZ — N L e BB e FA 2 FHE” - LR EFE
BT % 3% 51 £ AT+ 27 International Gamco H 2 JLAF - 35 th 4% 35 75 [2 28 T HARHEA A A A 4R
B ARMAT A B A AT > B AR AL R BB ZAREAT AT BEA AT
KEFE—REAREERRBHETAS EREERMBEZE - ARG F R BIRMROH
HIRBATRAFRIAIBBRARF T EABE > R ARAA LI R BB5RA R

** International Gamco, Inc. v. Multimedia Games, Inc., 504 F.3d 1273, 1273-74 (Fed. Cir. 2007).
> Id. at 1275-79.
> Id. at 1280.
" Alps South, LLC v. The Ohio Willow Wood Company, 787 F.3d 1379, 1379-81 (Fed. Cir. 2015).
> Id. at 1383.
* Waterman v. Mackenzie, 138 U.S. 252, 255 (1891).
" Alps South, LLC v. The Ohio Willow Wood Company, supra note 57, at 1383-84.
' Id. at 1384.
11



A CBRE RHAEBCLFINERIPGEE  ROaRZah 3 BREZYG L AR A
FEAZ2HEERABET R BRIBHBA > HRE RGATFHAL -

2. AR RBHBHACTTE [2HTEHA] ZREAREE
Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A.

A GEAFRANZIEBERREAHNREARLRHETR - G ZREEELIAZHKER
o 2R EREAT AEARMATE & (laches) 22 R F (estoppel) » #m B E R & Z 3 o
BEEEF AP RELLFERGRERSAMARIRELZYERELBRERZY » ¥
BATHAL c AR @ EFERAEHIMRERYERRGTFALEZR  RIREB AR
BHIBHANEC TR RAZMA - R GREREEA LT -

BRI ESR R B A o AR — 0 R AR R 1 AR SRR g 32
ML ERARE AR ARBRMRHZERERRRGEFALATRGESHAB - )k
FIREHH > GO BB G FARAR THIMA LB R L - AR RS 2H
S BARBRMA L RFRAB L  RERBRZ BT ARRFAZM - 5 —F & > SHHA
Rl MR R R G T WA (DREBREBAZBRELA SRR ; QA RLER
PHEAZH  O)E R BARIMARE I A E RAY BB AL R RERDA 2
BREBE LM -

W MRY  ERFRRARAMACE TR ERBEARLSEZHEFAIM - A8
ANEFBWIEEA > RERBATEEY  SBRBEADRRFAFEIAZ2REEH#
Ao HARZTWBEX [BRHEIFRME] > BARE EFFERRA LR HHAR T Z /D
BRI BATERABHALFEAPROBZ Z2TET - 2L BRRE EFHERATLE
BAERACLREBIFAFEAZ 2FETEMHA » BT AL o

McNeilab, Inc. v. Scandipharm, Inc.

A AW 4 F 202 % B ILMHA McNeilab, Inc. (F#% McNeilab) #HZHEAATF » %
RIFLF R & BATFRAL - T ERE R AACAMREFARANZIARALLRARE £
JB A% McNeilab i f2 BB RAFAZ AT » KABDREZH - RERR > @B
@ EFFHEERALALS - LFFRATHZOBERERYERREFALEZL  RIRE

% Id. at 1383-86.
63 Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., 944 F.2d 870, 872 (Fed.Cir.1991).
6% Id. at 874 (“It is well settled that “[w]hether a transfer of a particular right or interest under a patent is an assignment or a license
does not depend upon the name by which it calls itself, but upon the legal effect of its provisions.””)
% Id. (“To determine whether a provision in an agreement constitutes an assignment or a license, one must ascertain the intention of
the parties and examine the substance of what was granted.”)
% Id. at 874-75.
57 Id. at 875 (“The sublicensing veto was a minor derogation from the grant of rights. It did not substantially interfere with the full
use by Vaupel of the exclusive rights under the patent, and it has been held not to bar capital gains treatment.”)
% Id. at 876.
12



McNeilab A BB RAFAZI R TFHAL » REAMAZARALZLERRYE XOBERAZE
B g E” o

KEFHRELELEBRAFAZI AT > FIHEERAD  (D)EE L ARIZH LA F
mZ B QFRABARGE THE s OB RBHAHNABRHEIBEZARE s URA)R
FHAEGRFBRAZHEA « BHRE EFHERAHEEP——BRFTF -

B#% —383EH » #4 McNeilab 7 % B3 Z 4+ FUTHHLI R % - R ARKE 2AH
B2 M R E IR REMRSEEI AL AOLAS AR EL 2 HRAE SRR T
ALBEESRBIGAFRAZ R BIM - R ERIA IR AANR T RS - Hik RE
ALFEG P IR FAEACKELE FARRTIADSIREBEREETRSE 24
BMAALEARGEMTETZAR  ARREFTREFIEIEREETT LR SARRER - &
dh EHFERRAREZ IR BARAT B BMBOZIRMZ GG LRLTENLES
EF o HREBRBALAFEAZ2HTEMA  RFpReyE -

AR [ RAHARGETHE] » GRIEBREZX P T BRHTEAA LT
BHAABIEEHE 00 B R ERA MR RGZHM - #b - LIFikEE& 7] Vanpel £d5 8 -
ARBBREEZHPRABRBEAZZHEFREROER » EABRBREAZ R Y E M A
AEFHAREGFRIBRHEEAGER  ERVERBRIHARFLE - ERARREREY
S Z BEHAET o

HAF=ZBEY [RBEBEARABREIEE AR » W ERRLEL T T A
BRBARILHARTZIMA o 3t EIFERR AT RARIZHEAZ IATE AN AHA 231
FREZRBBEYRET  BEEZHPUASEIBHERBREERATMEZIBRERBEAN &
REFEHBIBELE - BARREFRED S ZHRA) o

HASwERY [RARARGRIFBEAZIMA] > BRRE EFEER ARSI
FIERAR KRR RIEHRY  FAREAIT T2 RABHBY » ARAL RIS
ABEFAZRT RN HAL ARG AFEAITERA - 21 BIRRE EFHEER
AR T L AR BREEASATRERL SBRBRBEACRFAFIAZI2NELTH
o HARERER AL F 4 ZRARABRTFRAZ LTI -

Speedplay, Inc. v. Bebop, Incorporated

Al &2 F AR BHREAHREARRRETR  WER AR 2 - T
FREERIZFANARERERRHE  RoBOREIF - EHF T LFH A LFEEEF

% McNeilab, Inc. v. Scandipharm, Inc. 95 F.3d 1164, 1996 WL 431352, at *1 (C.A. Fed. (Pa.)).
0 Id. at *2.

" Id at *3.

2 Id. at *3.

" Id. at *4.

" Id. at *4-5.

5 Id. at *5-6.
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REREABBRABHFAZI AT RS FIEZ — o BHRRE EIFHERAS MG M
RUBHEREFALER  RIREEAATHAL -

WRFEFEEH > FARAARBRY TR TRBEHALHRL - SERALLBHRHEE -
BRARE SN2 LERBBALLEABREZIMHA AOEFPARMERZY F
HE HEBEBEBAFER B =18 A B0 REREART - A RZARAA EFRACRZHE
FrA XM o MR BB > K FIATH Abbott RX RME - THRREERAFBRMERE LR
BAEFREEHA  Kh R TFbm -

3R ALES Abbott £ A AT ARSI Z 482 » 2B AR 18 LIk Bedn 8 Ak p 1 2
¥k % H Abbott FIXM R LA 2R - flde Abbott EX M RZ L b » HIZHEAATE R At
IR REAZAHMARCKEZIH S BEARAFMINBRHEAPTREZ AT FH
FoOEAEAGRYR - B BRRE EHFERRLAGZRERS ZBARIZHA - b
BHFAABEZ TR ERHE > CRFSRTEHA > Kalpsdfnmn’” -

Azure Networks LLC, et al. v. CSR PLC, et al.

£ B BRI EFrik A 2014 4 11 A 2 Azure Networks LLC, et al. v. CSR PLC, et al. &
(F#& [Azure Networks % | ) 7R A FMZ A5 » BB1ABAE o Tri-County % F » Azure Networks
(F#% [Azure] ) # Tri-County Excelsior (TF#% [Tri-County] ) A ZXRRE » AEZER/E
MR ikFEd CSR PLC 23 (TF#% TCSR] ) #Ae2Al2#5HAY » &P Tri-County 4414
F B £4] 7,756,129 3% (T4 [129 A1) ) X FAHAK S Azure Al AZ R4 2 & B H
AL >RATN W FEREEE W Tri-County & FH LR AMER T Azure 5 HAL
Tri-County R & FFbAr » # fm B & Tri-County Z 3 o Tri-County Rk » m B K _EIFEIR
A L o

REPTF B2 129 4] » A ENEZRZEHERT > %% Azure PTRIE © Azure £ 7 2010
M 129 AV T IEBA A S B Tri-County - $BK » EF 5 2T R AR BRHRY > &
Tri-County B# 129 24| £ B Ik T Azure» AFF Azure 43 : ()R~ £ HE-FH KRE -
Z2H B YR QOBEARAT X Q2HEREEAR s D2HBERE  5) REBRF
Tri-County 2 F] & VAEAT iR 5 AR (6)B H&N 129 A X BHF 5% - A3k ) Azure BB A
BN RAKS (B BREIMEALURFRAZIIEERHE L) F Tri-County (AT 24 33%
B2 5%) P

EIERAFIEE TS > BRI LGB EENE - RAIL » FFMAR LU
AFRAFAVRHSD » L b SARAGIERA RAZIEHE LA RIAN @S REBRIFHR

7% Speedplay, Inc. v. Bebop, Incorporated, 211 F.3d 1245, 1245-49 (Fed. Cir. 2000).
" Id. at 1250-51.
8 Id. at 1251.
" Azure Networks LLC, et al. v. CSR PLC, et al., 771 F.3d 1336 (Fed. Cir. 2014).
80 Azure Networks LLC, et al. v. CSR PLC, et al., 2013 WL 173788, at *1 (E.D. Tex. 2013).
81 Azure Networks LLC, et al. v. CSR PLC, et al., supra note 79, at 1339.
82 Id. at 1340-41.
14



BT - Rl A AR SR TERANBE T REHRIZHEAN » BB RIEANE AL
FIHAEH BRI E LA RABHTFAY - ik A MA R FHA ARIHAL » Bl 55 -

WBEMG LIHFERBELBRIBHA Azure TIRIF 129 A2 FB2HA) 5T RA)
A PRI S R TR RN S UREHE RN A - B Tri-County & 5F £
B2 AERT Azure 0 EIFEIRR AR BAISHA Azure BA AT o

(=) WEBERAFATRHEZ AR 2T HEARA]

[Aedibit] GEREREEREA LG TLARLTFAZIABELY ) TRAZRZ
PR BT RERASEEGZRIMA CIHEY - ZRFHALAFHALS
WAL ZHLE - B0 E R ATIAL B4 Rk 2 A TFHAL B4 VLR ] ] 0k 2 A T b AL B4
% =38 o ABARTIAGE IR EFAZIEAREAY ) FHMAR LB RIBHEAR KRR
A R AVRHETFAE 0 LA EF AR AR THALZ B4

e AT o RYR R BB ARG LR IE X R 0 KX 2T H A R A HAR KT L
HEEHAZ R BRIZMAT R & & REFRAFD - KX 2T HERAZFAHA
5o IRAR A AR MEAZ TR+ RIAF 23T H A 2 3 B AR AN 5L IR AR I A HEA 3
o B Al AL o

WIAEE LA FEBRRE EFERLS LRI ARE G 0 2 A8 LR K
LAR—BHTAERS EFRAE IS ERERMEAEY - HT2 HRA—HEH R — BT
A F A AR S BARIMA S HRAREFR > Hb ZBFDF AR AT AL
HAEBREZHH o BERHBREEREAG RSB LI AR ERBEE " AETHRFHZ
WERTREEERN > LA E LR IAZHERES - Bt RARARES
HEERAZ R BRBMARRAZARA (REE2HTEHAZ EHMARRATIF L
HEEHAZEBHBMA) 252 FTRALN—HEARN—BRITAMERS EFHR
EESFRERMAE -

AR ERFARARKEAZ2HTHEABET EBRIRBEAZIERT » FHEAN
ERAZENZITERA  BA BRI REAARFTFIAINAL o b A5 74 F AV RAE TR F
AR EBRRATERMA I F S 42556 EEFRIUF2RTEHAZ 8B
ANBRPAARMETD ok BRBREAX B Z PR REARE N HA AN BAIRTERZ
BREATAD > ATREBRAFIANREELMIRTHE > A RARARFZEAHAZ

% Id. at 1342.
% Id. at 1343-47.
% Ernest A. Young, Prudential Standing after Lexmark International, Inc. v. Static Control Components, Inc., 10 DUKE J. CONST. L.
& PUB. POL’Y 149, 149 (2014).
% Nancy C. Staudt, Modeling Standing, 79 N.Y.U.L. REV. 612, 612-13 (2004).
87 Pfizer, Inc. v. Elan Pharm. Research Corp., 812 F. Supp. 1352, 1356 (D. Del.1993) (“Standing is a “threshold question in every
federal case, determining the power of the court to entertain the suit.””’)
% Sarah Greibrok, Contract Principles: A Sensible Alternative to the “All Substantial Rights” Standard in Licensing Standing, 42
AIPLA Q.J. 109, 112 (2014).
% Newton, supra note 17, at 236-37.
% See also Jonathan S. Masur, The Use and Misuse of Patent Licenses, 110 Nw. U. L. REV. 115, 118 (2015).
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ARA - B $ARARMNEHZ 2 BT TRABRT 2B RIHAZIAT - 2K
AL AR B3 AV A Z S0 A AT » T AR FLAA o 363 1 O 2 T
%zﬁ‘}i%@%‘z&é@ ’ T'Tﬁé]\ﬁg’f%?i—*’]%/\%}?%\.hz%ﬁ” .

(m9) RBIEZ R EHER--VA R B 23T W HEA R A 246 Srin A & B S A S 8 424 2 ]

AL ERAREZB 2T EHAN R AMES » HOARARE R R EZHER - WK
BRAREEAEFPEARNEBREIIRLAHZELEE » EARTE EBHIEART
RARHFAZI TN » FARARETERCRMETR o A& H LB 1 58935 1F
R RA  #ERE ZEHAER (&) RAFFEH4AHEBRME P TR ARHERE
F R BRI LBFRBRE TR AR ERIFRABRREN; (=) EHEARESR
BN BEAF R A AR A SR A L R R T o R B AL T
F R R g FAEM o EF AT

KB FHNERAHASHNBHRAZINEE S BRI R B £33 2011 F45% OF
PPIRAT I 0 2012 £ & 2013 FXEEREHBRRMHEAE) B TAF 245 2BALE
% ARG 3 BEE [EBRREALERRELEN > FREALARARSE ZATL
GERA] TRATBRHEIRR - EAFEBRME > AMEA ARG FRA [HRFARA
AL RABRAIBZHEBARNDFBEREE ZATERZEN] - B2 BRHERIERE
BHSABHBYRIAERB AL REGTEHNERNERD FALEHRF=ZA"-

HARBHAREA BERZIHEA  AARAEHHES> S BRMERESBERERA R
Rl A2k AP R BRBMARI LA BREZHA > RIERYHFAPRLR” - MR
EBRBHARA LAF BREZIHA > BEELARARLERBHAZRAE - 2521 L
BRERAFELBEREXIBRME AETAOFENEAMRELRT  FALERRE A" - #H
EBHEBHAREAGFRREABERMMFREIRZE  AAENEL 60K FI4BRLRE
BBEEARANELEAFGRREFABEREFRE RIERHFAHT - REPK  BRIFARK
BE{P ARG ZBRBEARELBREZYB I ERRCRETFAIFATHE

BT REEA R P HA BRI R BIRMABARRZERMR » Rkt
EEA TRBHALRBHER RN RERRERRAMARE ZAREGENR] REH=
ST RS TS T TS S TIE N O RS Y D RTY S I SUE
T ARATRAEZERT » SAMASIIRAG S — LB R W RAIRMEA
REBMZH > B AR S ATE 2 A BB S IR A LS =18 A AAR 3 0 B E A
HAARA G # & RIRBHFD © osb— R WBBALF T ATFEERHZHA (e

I Newton, supra note 17, at 236-37.
P OHURES 62 fREE 1 TH: [ FE U ECRIRE N DAL SR SURIRERRBR . (SR, RRMEAD N BB E M, A4S i SUR) ST A
HFit, AMIHEPH =N -
P OBRVESE 63 55 1 TH: [ BUBHIRME N HR T HERI B HEE = NI (R aRES, mHsE] .
M OBURIVESE 63 M58 2 TH: [ AR U R AE N AR A ) SURIRE N BB R N I, AN R T HER R =
Nt | .
P OHURIES 63 MREE 3 TH: [ FHRME, RS EUR BT ERL, AEEPGESAN] S
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R TR A LM 2 MRS AR RERL - A BT R ARAD 55
FM bR SITREART) - RREARFRALEZ SA P - RREENRETR
BhEBEMEY  RARE -

BERA o FAEE ARSI AT AR 2 T3 $ARALE
A AR T © A LA T AT AR AR KR Y
AR AR RS MR » 12 70 4B HATHEA S FAR T » 6= 0 A A0 e
BREED 2k AR B TRARE - RIFRZE 2k BRRIRAE 2k
BRIt B2 FAMARE © [EARAMAL R BIHS B EF IR R M
PR E I AR 0 4B ST (B M) 2k eI
PR BB NG5 T BT R LRI A 2 68 SO S A B A AL A
HA 2R A5 BN Ak > RAREAR D343 B 47 SHA AT A LR
HARA B 5 A R AR SR E LA A S RE AR AR5
RERBAR B R B L3 KA Bt |

EHRBALFERTRAL L ERLFRAAETE S L EERE P FA MM - X
—REF (BEEH (3% 8 & ®_H) 2&EF > BRILRE] - Ad ALATHRL
e AR EBFIBE > g ZARAM LR LB R R REARF2RE T AL
A A E kBRI F AL sbIb o M B R % B2 (Full Court of the Federal Court of Australia)
# 2015 4 % Bristol-Myers Squibb Company v. Apotex Pty Ltd &% » R FZ BfE - A £
Bl S % B PIPUEB R 0 IR R R B F R R SRR £ A £ BRI N
EBR R

FoR o R EEEERE [ARAARBERAL  BARERRARREREZ S
HEAGE  FERLAABEREFRERRBREHL R ILFRE] » ARAZZHHA
R EBIARMFD 1 SR B AT R B AIMA L AT - Wb The o
AR A ST RA R 2 F A0 R AHA R B S AR B3 R AR 8 K
PR o RMAT LA G2 X FRE > IS SAMAFEEATHZE - R2d
o AIEHERTRERRN —REDRN—REAALRS EHAEE S TREBMAEL
Ko B LA AR A AR BB AR AA R R AR T E -

ATHREEGZ AR LS AAHERAREATRAE  BARECH 34 ¥
GEE T EN N SR LS VAN TR SRS PSS ST INES ET R L
P2 F MM - FHilde T -

. HEMEXR B FREREIFFS S HERFH -

AURERENEAZIBLZEFBEENARLIBERBZBARSELLHFRLA B
g AR REAL T ERBEBEAF 197394 3% [@AARBTEH#ZR (PERFUSION)

% Bristol-Myers Squibb Company v. Apotex Pty Ltd [2015] FCAFC 2, available at
http://www.austlii.edu.au/au/cases/cth/FCAFC/2015/2.html (last visited May 17, 2016).
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2moh] FHEBREAY  ARBMESRRERREER TERMA RN GAT  FR
BB RERBEERM - MER T FH [REMRMEE BARSERELEHATIRL
BAFIAZIBHIMA > BIEFAE] 25 BEREARAET LEHBENDHOH
A FRARMTER LT HRAA A > B EA AR EATRIL R B 3 R ERH
FRH RAR 97 FAREFTE 47 BAREE > b EAMA THL LA LB T
A BRRGEATRARA S ERBEREARM - A TARALK LB RMBATHLE
FZHH > FRBEIAMABERATALIAREEREE WA > WREZHHAS OH
AFRANEBBMTREEREREHAG > ARAREATABREAFRA R EMH R
B REREHANCRABFRBEREM -1 7o

HERAINRERZ2REEHARD 2 REBEOIRAL > P RARARRTHK A
FRALBRMAA > BB H CRAFGETPRMAE > BRFATHM - RAKEZ IR
RAEFERES  RRARIES . [RAMIREREERRE  $HAHEILEA  ALLHE
FENARAHA > AEAEIRBHEA > EASAHRERZEER > ST AM > 2HH
Ao EFMZ I8 - Koo » ERBRMZIGES BREMBHSZ AL SAHARLE
WA SFEORBITAANFRET XX BERE (AR B FEFEMEREREGTE 15
JEHELER) o1

BT FEMEERREI AR OB FREBHEIERRIGH 15 RARIER R
HEFNEBRHEZELT » FARAREBRBHEATAFAT M - [847] ARHEA
FRVEERM > MA —F AR FIE - AR AE FARARLLBHIZHALRRAL
Jr o RS FABBWE BERR 0 KRIFIRERTI B IEE -

2. HRMAEKRR 100 FERFER(—)FH 12RRFH

AT R AVHEA S B A A S F M S AR SR+ B 3 B A A
ZEFANBRRBER FEHEIREELERBRALIBRBRAHATCRBRBRLA
HRRBREAARTZEFAEE -

KAk R TR R A 2 % B G - B R AT AT B R 08 4 E R &5
FH IS KRFAAMBRE [FAHARLBHRZHASRQRETFANFRELZZIEE
BEE] c AR B RAMARLBRBZEALRARALTR  LEFAERELALRESR
SRR Z H kAR A

3. HEMAEXR 100 FEREFFH 125 R FH A

A fad A ARSI R FRIBREABPERM - AREELR R
ERABRACHKAFRIALBRETE AN BRELTHRAMFTFRAZIME  TREKFZE
FAEA

O BRI RBE 98 fEIE R BAR T 95 SRR IR,
" R 97,
9 I A R 100 R R B L ()78 12 SRR AR,
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REFBUEZIREN  AMRLEBCHKAFIALBERETIHFNE A RELBRHZ
S EGERRTZIG RERFFAAKAFIALERE TN A BTHRAFTFRZ
K HEBZEFAN c AXRA LR BEHIEEGEAMRFZSET  AAMSH
BB EFE o

AR — R AMHER FARATGRRMTR - EBRRMAL ARA LR RS - A4
AF RN BRMALREARFZAT » AR ML ATH R AR FEAME

4, HEMAEXRR 10l FRERZFFS I2BERFHE

AP pH A EARRERESAHARETD  FREBRERBERE - Ankd 5%k
REFFAHACKAFENEERRTHF=A (REZIMMGELE) »H HRBHAFTAZRA
Z2HMA ) RECRERAES S B PbM 0 RRERETFAIEFAER.

BEREZ  HEUEREIRRAAFIARKE AR 201455413 B8F2016F7 A28
2RI THRY  MAFRFE LA ERAR - RERALIAHAAIR K
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197 35 USC Sec. 261: “An assignment, grant or conveyance shall be void as against any subsequent purchaser or mortgagee for a
valuable consideration, without notice, unless it is recorded in the Patent and Trademark Office within three months from its date or
prior to the date of such subsequent purchase or mortgage.”

108 SIRF Technology v. ITC and Broadcom (Fed. Cir. 2010) (“Recordation of patent assignment in USPTO creates rebuttable

presumption that the patent assignment is valid.”)
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Issues on Recordation of Patent Assignments in Taiwan

Huang-Chih Sung, National Chengchi University, Taiwan

There are at least two issues on the recordation of patent assignments in Taiwan.
The first one 1s whether a patent assignee without recording the patent assignment

with Taiwan Intellectual Property Office (TIPO) can file a lawsuit against patent



infringement. The second issue is, if Company A had assigned its patent to Company
B but did not record the patent assignment with TIPO and then assigned the same
patent to Company C and recorded the patent assignment, whether Company B or

Company C can eventually obtain the patent right.

According to Taiwan’s Patent Law, patent assignment shall have no locus standi
against any third party unless it is recorded with the Patent Office. Therefore, a patent
assignment becomes valid as soon as the assignment agreement is reached but no
writing is needed. The recordation with TIPO is only a process for the assignee to
take actions against third parties. However, the question is who is the third party?
Does the third party refer only to the infringer? or only to the assignee in the second

transaction? or to both of them?

Regarding to the judicial cases about the first issue, the Intellectual Property
Court (IP Court) in the 2010-Gen-1-10 case had the opinion that when a patent
assignee without recording the patent assignment, it can still file a lawsuit against the
infringer. The reasoning of the IP Court is that the Third Party in the Patent Law
refers only to the second assignee but not the infringer, so the patent law is to protect

the assignee in the second transaction but not the infringer.

However, in the other case by the IP Court in 2010 (docket number
2010-Tsi-1-1), the IP Court held that when a patent assignee without recording the
patent assignment, it can not file a lawsuit against the infringer. The reasoning of the
IP Court is that the Third Party in the Patent Law refers only to the infringer but not
the second assignee, so the assignee cannot sue against infringers if the patent

assignment is not recorded.

In sum, this paper concluded that the opinions of the IP Court regarding the
issue of recordation of the patent assignment are inconsistent. One judgment held that
the patent law is to protect the infringer but not the second assignee. This paper is of
the opinion that it is unfair to the innocent second assignee and also harmful to the

transaction safety of patent assignment. The other judgment concluded that the patent
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law is to protect the second assignee but not the infringer, and this paper found that it

1s unfair to the innocent infringer in some special circumstances.

For the second issue whether the assignee in the first transaction (Company B)
or the assignee in the second transaction (Company C) can eventually obtain the
patent right, the Supreme Court of Taiwan in the 2007-1658 case had the opinion that
the assignee in the first transaction obtain the patent right. The Supreme Court
reached this conclusion by reason that the Third Party in the Patent Law refers only
to the infringer but not the second assignee. Therefore, the patent assignment
becomes valid once the assignment agreement is reached, and the assignee of the
second transaction should also be bound by the first transaction. This paper disagrees
the conclusion of the Supreme Court because it is unfair to the innocent second

assignee and also harmful to the transaction safety of the patent assignment.

This paper conducted a comparison study among the laws in the U.S., Japan,
South Korea and China. According to Section 261 of the U.S. Patent Law, an
assignment, grant or conveyance shall be void as against any subsequent purchaser or
mortgagee for a valuable consideration, without notice, unless it is recorded in the
Patent and Trademark Office within three months from its date or prior to the date of
such subsequent purchase or mortgage. According to SIRF Technology v. ITC and
Broadcom (Fed. Cir. 2010), an assignment, grant or conveyance shall be void as
against any subsequent purchaser or mortgagee for a valuable consideration, without
notice, unless it 1s recorded in the Patent and Trademark Office within three months
from its date or prior to the date of such subsequent purchase or mortgage.
Recordation of patent assignment in USPTO creates rebuttable presumption that the

patent assignment is valid.

In addition, on the ground of the Japan’s Patent Law, a patent assignment
agreement is not valid unless it is recorded with the Intellectual Property Office.
Based on the Patent Law of South Korea, a patent assignment agreement is not valid

unless it is recorded with the Patent Office. Furthermore, according to China’s Patent
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Law, a patent assignment agreement should be in writing and becomes valid from the

date of recordation.

The preliminary conclusions of this paper are: it is no need to protect the
infringers unless they obtained a patent license or covenant not to sue from the
original patentee; the innocent patent assignee in the second transaction should be
protected; under the current opinion of Taiwan’s Supreme Court, there is always a
high risk in purchasing patent rights. It’s quite hard for the patent buyers to conduct
due diligence. This paper is also of the opinion that, in order not to be harmful to the
transaction safety, it’s considerable to amend the Taiwan’s Patent Law to “A patent

assignment agreement in not valid unless it is recorded with the Patent Office”.
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